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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-45 and 47-81 , drawn to a material removal head or a multi-well 
plate processing system, classified in class 422, subclass 99. 

II. Claims 46 and 82, drawn to a dispense head or dispensing system, 
classified in class 222, subclass 263. 

III. Claims 83-96, drawn to a method of removing material, classified in class 
422, subclass 100. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are directed to related products. The related inventions are 
distinct if the (1 ) the inventions as claimed are either not capable of use together or cap 
have a materially different design, mode of operation, function, or effect; (2) the 
inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the inventions as 
claimed are not obvious variants. See MPEP § 806.05G). In the instant case, the 
inventions as claimed are either not capable of use together or can have a materially 
different design, mode of operation, function, or effect. Furthermore, the inventions as 
claimed do not encompass overlapping subject matter and there is nothing of record to 
show them to be obvious variants. 

3. Inventions I and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
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different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case, the product 
as claimed can be used in a materially different process of using that product: the same 
product can be used as a dispenser or mixer. 

4. Inventions II and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case the product 
as claimed can be used in a materially different process of using that product: the same 
product can be used as a removal head. 

5. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 
different classification; 

(b) the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 
different classes/subclasses or electronic resources, or employing different 
search queries); 



Application/Control Number: 10/821 ,127 Page 4 

Art Unit: 1709 

(d) the prior art applicable to one invention would not likely be applicable to 
another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 
101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1.143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1.144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
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over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
103(a) of the other invention. 

6. During a telephone conversation with Chris Sappenfield on 5/15/07 a provisional 
election was made with traverse to prosecute the invention I, claims 1-45 and 47-81. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 46 and 82-96 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1 , 2, 9, 1 2, 1 3, 1 5-1 8, 20, 32-34, 44, and 45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Spencer (US 4,791,821). 

10. Regarding claim 1 , Spencer discloses an injection means (Figure 3, 28) 
comprising at least one tip (31) that comprises at least one vent opening (14), at least 



Application/Control Number: 10/821 ,127 Page 6 

Art Unit: 1709 

one inlet (13), at least one outlet (2), which inlet communicates with the outlet (3) and is 
structured that when the inlet is disposed proximal to a selected well from which a 
material is to be removed, the top forms a barrier (32) between the selected well (33) 
and at least one adjacent well. While the reference discloses an injection means, the 
injector is structured as to be capable of removing liquid and thus serves as a removal 
head. Were the outlet to be connected to a negative pressure source, air would be 
drawn through the vent opening and into the inlet, thereby noninvasively removing 
material from the selected well while the barrier prevents cross-contamination of the 
adjacent well. 

1 1 . Regarding claim 2, Spencer discloses a tip structured such that when the inlet is 
disposed proximal to the selected well, the tip forms a barrier (33) between the selected 
well (33) and all adjacent wells. 

12. Regarding claim 9, Spencer discloses a tip structured to noninvasively remove 
fluidic material from the selected well. See Figure 1 : Were the outlet to be connected to 
a negative pressure source, air would be drawn through the vent opening and into the 
inlet, thereby noninvasively removing material from the selected well while the barrier 
prevents cross-contamination of the adjacent well. 

13. Regarding claim 12, Spencer discloses a tip wherein the cross-sectional area of 
the tip is less than the cross-sectional area of at least one well disposed in a multi-well 
plate. See Figure 3. 

14. Regarding claim 13, Spencer discloses a tip comprising at least one acute edge. 
See Figure 3. 
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15. Regarding claim 15, Spencer discloses a tip comprising angled surfaces that 
mate with the sides of the selected well. See Figure 3. 

16. Regarding claim 16, Spencer discloses one angled surface comprising of a vent 
opening that allows air passage into the selected well. See Figure 3. 

17. Regarding claim 17, Spencer discloses a vent opening (14) that is bound by the 
acute edge. See Figure 3. 

18. Regarding claim 18, Spencer discloses a tip comprising a seal material around 
the tip (barrier 32). 

19. Regarding claim 20, Spencer discloses a vent opening (14) formed between the 
seal material (32) and one side of the tip, allowing for air passage into the selected well. 

20. Regarding claim 32, Spencer discloses a material removal head (28) comprising 
at least one vent opening (14), at least one inlet (13), at least one outlet (2), which inlet 
communicates with the outlet (3). Were the outlet to be connected to a negative 
pressure source, air would be drawn through the vent opening and into the inlet, thereby 
noninvasively removing material from the selected well while the barrier prevents cross- 
contamination of the adjacent well. The material removal head surface is structured that 
when the inlet is disposed proximal to a selected well from which a material is to be 
removed, the barrier (32) forms a seal between the selected well (33) and at least one 
adjacent well. 

21 . Regarding claim 33, Spencer discloses a surface of the material removal head 
(28) being substantially flat. 
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22. Regarding claim 34, Spencer discloses an acute edge 15 that separates inlet 13 
from vent 14. 

23. Regarding claim 44, Spencer discloses a material removal head (28) comprising 
at least one vent opening (14), at least one inlet (13), at least one outlet (2), which inlet 
communicates with the outlet (3). Were the outlet to be connected to a negative 
pressure source, air would be drawn through the vent opening and into the inlet, thereby 
noninvasively removing material from the selected well while the barrier prevents cross- 
contamination of the adjacent well. The material removal head surface is structured that 
when the inlet is disposed proximal to a selected well from which a material is to be 
removed, the barrier (32) mates with the selected well (33). 

24. Regarding claim 45, Spencer discloses a material removal head (28) comprising 
at least one vent opening (14), at least one inlet (13), and at least one outlet (2), which 
inlet communicates with the outlet (3). The inlet disclosed comprises a cross-sectional 
dimension that is less than a first cross-sectional dimension of at least one well 
disposed in at least one multi-well plate and a second cross-sectional dimension that 
substantially corresponds to at least a segment of a length of at least one line of wells 
disposed in a multi-well plate as this is circumstantial to the sizes of the wells. Were the 
outlet to be connected to a negative pressure source, air would be drawn through the 
vent opening and into the inlet, thereby noninvasively removing material from the 
selected well while the barrier prevents cross-contamination of the adjacent well. The 
material removal head surface is structured that when the inlet is disposed proximal to a 
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selected well from which a material is to be removed, the barrier (32) forms a seal 
between the selected well (33) and at least one adjacent well. 



Claim Rejections - 35 USC § 103 

25. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

26. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

27. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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28. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spencer 
as applied to claim 1 above, and further in view of Koizumi (US 4,734,261 ). 

29. Spencer does not disclose the limitations of claim 3. Koizumi, however, discloses 
a tip with a resilient coupling (see Figure 5C). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use this method to vary the 
distance between two tips as their purpose is the same: to accommodate wells over 
varying spacing. 

30. Claims 4-8, 10, 11, 14, 21, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spencer as applied to claim 1 above, and further in view of Lancaster 
(US 3,650,306). 

31 . Spencer does not disclose the limitations of claim 4. Lancaster, however, 
discloses a material removal head comprising multiple tips (see Figure 1 , 27). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use multiple tips instead of one when there are multiple wells to remove 
material from. Such multi-tip removal heads are commonly known in the art. 

32. Spencer does not disclose the limitations of claim 5. Lancaster, however, 
discloses a material removal head comprising at least one manifold (figure 7, 100). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a manifold for multiple input/outputs as this is their very purpose. 
Manifolds in removal heads are commonly known in the art. 

33. Spencer does not disclose the limitations of claim 6. Lancaster, however, 
discloses a material removal head comprising of at least two tips (27), wherein the inlet 
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of the tips are spaced at a distance that corresponds between at least two wells (52) 
disposed in a multi-well plate (50). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to choose an appropriate distance 
between the tips for the appropriate wells with which they will function in conjunction 
with. The spacing of the tips is circumstantial upon the spacing of the wells — which is 
not a limitation of this claim. 

34. Regarding claim 7, neither Spencer nor Lancaster discloses the specific tip 
spacing distances. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to space the tips at any of these metric values 
according to the spacing of the wells. 

35. Regarding claim 8, Spencer discloses a material removal head structured to 
noninvasively removed materials from a plurality of multi-well plates, but not 
simultaneously. Lancaster, however, discloses removing material from multiple wells at 
the same time (column 1 , lines 56-64). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to allow removal of multiple 
heads simultaneously when there are multiple tips from which to draw. Lancaster is 
capable of doing just this, as are many removal heads known in the art. 

36. Spencer does not disclose the limitations of claim 10. Lancaster, however, 
discloses tips comprising a cross-sectional shape that is circular (See Figure 9). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use a circular shape as it is a matter of choice (see In re Dailey, 357 F.2d 669, 
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149 USPQ 47 (CCPA 1966)). The shape of the tip would be chosen based upon the 
shape of the well. 

37. Regarding claim 1 1 , Spencer discloses a material removal head structured to 
noninvasively remove materials from a plurality of multi-well plates. Lancaster, however, 
discloses tips structured to remove materials from a multi-well plate comprising 96 wells 
(see figure 1 ). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to structure the multiple tips in any numerical order for an 
appropriate number of wells. There are well plates known in the art to have various 
numbers of wells. 

38. Spencer does not disclose the limitations of claim 14. Lancaster, however, 
discloses a mounting bracket that mounts the material head to at least one device 
component (see figure 1 , 36). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use a bracket to mount the removal head 
to the device component being used in this apparatus. This is commonly done in the art. 

39. Spencer does not disclose the limitations of claim 21 . Lancaster, however, 
discloses a plurality of tips that comprise a footprint that corresponds to a footprint of 
one line of wells (see Figure 1 , 27 and 52). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to form a footprint with an 
array of tips because this needs to be done when effectively removing from multiple, 
predetermined wells and so is often done in the art. 

40. Spencer does not disclose the limitations of claim 22. Lancaster, however, 
discloses the same number of spacing between the tips as between the wells (see 
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Figure 1 , 27 and 52). It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use a number of tips that is a multiple of the 
number of wells as the wells because this needs to be done when effectively removing 
from multiple, predetermined wells and so is often done in the art. 

41 . Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spencer 
as applied to claim 18 above, and further in view of Haxo (US 6,143,252). 

42. Spencer does not disclose the limitations of claim 19. Haxo does, however, 
disclose a suitable seal made of rubber (see column 5, lines 56-65). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to use 
rubber as a sealing material because it is a common material for doing just that in the 
art. 

43. Claims 23-28, 30, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spencer as applied to claim 1 above, and further in view of Lancaster 
(US 3,650,306). 

44. Spencer does not disclose the negative pressure source of claim 23. Lancaster, 
however, discloses a negative pressure means for aspirating liquid (see column 6, lines 
52-66). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a negative pressure source for material removal means as it 
is a commonly known method to aspirate fluids. Attaching any negative pressure source 
to the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 

45. Spencer does not disclose the details of claim 24. Lancaster, however, discloses 
a negative pressure means for aspirating liquid that is integral with the removal head 



Application/Control Number: 10/821,127 Page 14 

Art Unit: 1709 

(see column 6, lines 52-66 and figure 7). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have the pressure source 
integral with the removal head as it will be creating the vacuum to remove the liquid 
directly above it. Also, the pressure source is one of the device components the removal 
head is bracketed to. 

46. Regarding claim 25, neither Spencer nor Lancaster discloses a pump as the 
negative pressure source. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to do so, however, as a pump is a common 
means in the art to create a vacuum or withdrawal pressure. 

47. Regarding claim 26, neither Spencer nor Lancaster discloses the specific values 
of negative pressure or the flow rate created by the source. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to use an 
appropriate value for pressure and thus flow rate, as this is a parameter necessary for 
aspirating the appropriate aliquot of material. 

48. Regarding claim 27, Spencer discloses a tube operably connected to the outlet. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a negative pressure source for material removal means, as it is a 
commonly known method to aspirate fluids. Attaching any negative pressure source to 
the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 

49. Regarding claim 28, neither Spencer nor Lancaster discloses the removal device 
being hand-held. It would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to construct the removal head to be hand-held as there are 
countless embodiments of hand held pipettes and aspirating devices in the art. 

50. Spencer does not disclose the details of claim 30. Lancaster, however, discloses 
a valve (188) for regulating pressure flow from the negative pressure source. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to construct the removal head to use a valve with the negative pressure source, 
as this is the common means to regulate pressure flow and aspiration flow will need to 
be controlled in order to be effective. 

51 . Spencer does not disclose the details of claim 31 . Lancaster, however, discloses 
a solenoid valve (188) for regulating pressure flow from the negative pressure source. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to construct the removal head to use a solenoid valve with the negative 
pressure source, as this is a common means to regulate pressure flow and aspiration 
flow will need to be controlled in order to be effective. 

52. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spencer 
and Lancaster as applied to claim 23 above, and further in view of McCandless (US 
5,935,523). 

53. Neither Spencer nor Lancaster discloses a trap head structured to trap waste 
material. McCandless disclose a material removal head attached to a trap to trap vent 
liquid (see column 9, lines 57-59). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a trap to trap aspirated liquids 
as this is often done in the art to trap unwanted aspirates. 
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54. Claims 35-40, 42, and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spencer as applied to claim 32 above, and further in view of 
Lancaster (US 3,650,306). 

55. Spencer does disclose the negative pressure source of claim 35. Lancaster, 
however, discloses a negative pressure means for aspirating liquid (see column 6, lines 
52-66). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a negative pressure source for material removal means, as it 
is a commonly known method to aspirate fluids. Attaching any negative pressure source 
to the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 

56. Spencer does not disclose the details of claim 36. Lancaster, however, discloses 
a negative pressure means for aspirating liquid that is integral with the removal head 
(see column 6, lines 52-66 and figure 7). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have the pressure source 
integral with the removal head as it will be creating the vacuum to remove the liquid 
directly above it. Also, the pressure source is one of the device components the removal 
head is bracketed to. 

57. Regarding claim 37, neither Spencer nor Lancaster discloses a pump as the 
negative pressure source. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to do so, however, as a pump is a common 
means in the art to create a vacuum or withdrawal pressure. 

58. Regarding claim 38, neither Spencer nor Lancaster discloses the specific values 
of negative pressure or the flow rate created by the source. It would have been obvious 
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to one having ordinary skill in the art at the time the invention was made to use an 
appropriate value for pressure and thus flow rate, as this is a common parameter within 
in to work. 

59. Regarding claim 39, Spencer discloses a tube operably connected to the outlet. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a negative pressure source for material removal means, as it is a 
commonly known method to aspirate fluids. Attaching any negative pressure source to 
the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 

60. Regarding claim 40, neither Spencer nor Lancaster discloses the removal device 
being hand-held. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to construct the removal head to be hand-held as there are 
countless embodiments of hand held pipettes and aspirating devices in the art. 

61 . Spencer does not disclose the details of claim 42. Lancaster, however, discloses 
a valve (188) for regulating pressure flow from the negative pressure source. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to construct the removal head to use a valve with the negative pressure source, 
as this is the common means to regulate pressure flow and aspiration flow will need to 
be controlled in order to be effective. 

62. Spencer does not disclose the details of claim 43. Lancaster, however, discloses 
a solenoid valve (188) for regulating pressure flow from the negative pressure source. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to construct the removal head to use a solenoid valve with the negative 
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pressure source, as this is a common means to regulate pressure flow and aspiration 
flow will need to be controlled in order to be effective. 

63. Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spencer 
and Lancaster as applied to claim 35 above, and further in view of McCandless (US 
5,935,523). 

64. Neither Spencer nor Lancaster discloses a trap head structured to trap waste 
material. McCandless disclose a material removal head attached to a trap to trap vent 
liquid (see column 9, lines 57-59). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a trap to trap aspirated liquids 
as this is often done in the art to trap unwanted aspirates. 

65. Claims 47, 48, 50-66, 72, 73, and 75-81 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Spencer (US 4,791 ,821 ) in view of Lancaster (US 3,650,306). 

66. Regarding claim 47, Spencer discloses a material removal head (Figure 3, 28) 
comprising at least one tip (31) that comprises at least one vent opening (14), at least 
one inlet (13), at least one outlet (2), which inlet communicates with the outlet (3) and is 
structured that when the inlet is disposed proximal to a selected well from which a 
material is to be removed, the top forms a barrier (32) between the selected well (33) 
and at least one adjacent well. Were the outlet to be connected to a negative pressure 
source, air would be drawn through the vent opening and into the inlet, thereby 
noninvasively removing material from the selected well while the barrier prevents cross- 
contamination of the adjacent well. Spencer does not, however, disclose a positioning 
component that is structured to position one or more multi-well plates relative to the 
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removal head or at least one dispensing component that is structured to dispense one 
more materials into one or more wells of one or more multi-well plates. 

67. Lancaster discloses a system comprising a carrier plate 40 for positioning the 
multi-well plates and a dispenser 26. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to add the removal head of Spencer to 
the dispenser/positioner of Lancaster if it was desired for the removal head to be of 
materially different design than the dispensing head. The removal head of Spencer is 
structured to noninvasively withdraw material while the dispensing component of 
Lancaster is not. 

68. Spencer does not disclose the limitations of claim 48. Lancaster, however, 
discloses a material removal head comprising multiple tips. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to use multiple 
tips instead of one when there are multiple wells to remove material from. Such multi-tip 
removal heads are commonly known in the art. 

69. Regarding claim 50, Spencer discloses a tip capable of mating with the selected 
well. 

70. Spencer does not disclose the negative pressure source of claim 51 . Lancaster, 
however, discloses a negative pressure means for aspirating liquid (see column 6, lines 
52-66) as well as a material removal head comprising at least one manifold (figure 7, 
100). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a negative pressure source for material removal means as it 
is a commonly known method to aspirate fluids. Attaching any negative pressure source 
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to the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 
Manifolds 1 purpose is for multiple input/outputs and is commonly known in the art. 

71 . Spencer does not disclose the limitations of claim 52. Lancaster, however, 
discloses a material removal head comprising at least one manifold (figure 7, 100). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a manifold for multiple input/outputs, as this is their very purpose. 
Manifolds in removal heads are commonly known in the art. 

72. Spencer does not disclose the limitations of claim 53. Lancaster, however, 
discloses a material removal head comprising of at least two tips (27), wherein the inlet 
of the tips are spaced at a distance that corresponds between at least two wells (52) 
disposed in a multi-well plate (50). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to choose an appropriate distance 
between the tips for the appropriate wells with which they will function in conjunction 
with. The spacing of the tips is circumstantial upon the spacing of the wells — which is 
not a limitation of this claim. 

73. Regarding claim 54, neither Spencer nor Lancaster discloses the specific tip 
spacing distances. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to space the tips at any of these metric values 
according to the spacing of the wells. 

74. Regarding claim 55, Spencer discloses a material removal head structured to 
noninvasively removed materials from a plurality of multi-well plates, but not 
simultaneously. Lancaster, however, discloses removing material from multiple wells at 
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the same time (column 1 , lines 56-64). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to allow removal of multiple 
heads simultaneously when there are multiple tips from which to draw. Lancaster is 
capable of doing just this, as are many removal heads known in the art. 

75. Regarding claim 56, Spencer discloses a tip structured to noninvasively remove 
fluidic material from the selected well. 

76. Spencer does not disclose the limitations of claim 57. Lancaster, however, 
discloses tips comprising a cross-sectional shape that is circular (See Figure 9). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use a circular shape as it is a matter of choice (see In re Dailey, 357 F.2d 669, 
149 USPQ 47 (CCPA 1966)). The shape of the tip would be chosen based upon the 
shape of the well. 

77. Regarding claim 58, Spencer discloses a material removal head structured to 
noninvasively remove materials from a plurality of multi-well plates. Lancaster, however, 
discloses tips structured to remove materials from a multi-well plate comprising 96 wells 
(see figure 1 ). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to structure the multiple tips in any numerical order for an 
appropriate number of wells. There are well plates known in the art to have various 
numbers of wells. 

78. Regarding claim 59, Spencer discloses a tip wherein the cross-sectional area of 
the tip is less than the cross-sectional area of at least one well disposed in a multi-well 
plate. See Figure 3. 



Application/Control Number: 10/821,127 Page 22 

Art Unit: 1709 

79. Regarding claim 60, Spencer discloses a tip comprising at least one acute edge. 
See Figure 3. 

80. Regarding claim 61 , Spencer discloses a tube operably connected to the outlet. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a negative pressure source for material removal means as it is a 
commonly known method to aspirate fluids. Attaching any negative pressure source to 
the outlet tube (2) of Spencer would result in the removal of the fluids from well 33. 

81 . Regarding claim 62, neither Spencer nor Lancaster discloses a pump as the 
negative pressure source. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to do so, however, as a pump is a common 
means in the art to create a vacuum or withdrawal pressure. 

82. Regarding claim 63, neither Spencer nor Lancaster discloses the specific values 
of negative pressure or the flow rate created by the source. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to use an 
appropriate value for pressure and thus flow rate, as this is a parameter necessary for 
aspirating the appropriate aliquot of material. 

83. Spencer does not disclose the limitations of claim 64. Lancaster, however, 
discloses a dispensing component comprising at least one dispenser that aligns with 
one or more wells disposed in one or more multi-well plates when the multi-well plates 
are disposed proximal to the dispenser (see column 3, lines 13-24). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to add 
the dispensing head of Lancaster to the removal head of Spencer if it was desired for 
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the removal head to be of materially different design than the dispensing head. The 
removal head of Spencer is structured to noninvasively withdraw material while the 
dispensing component of Lancaster is not. 

84. Spencer does not disclose the limitations of claim 65. Lancaster, however, 
discloses a dispensing component structured to dispense one or more fluidic materials 
(see column 1 , lines 55-65). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to add the dispensing head of Lancaster to 
the removal head of Spencer if it was desired for the removal head to be of materially 
different design than the dispensing head. The removal head of Spencer is structured to 
noninvasively withdraw material while the dispensing component of Lancaster is not. 

85. Spencer does not disclose the limitations of claim 66. Lancaster, however, 
discloses a dispensing component structured to dispense one or more fluidic materials 
simultaneously (see column 1 , lines 55-65). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to add the dispensing head of 
Lancaster to the removal head of Spencer if it was desired for the removal head to be of 
materially different design than the dispensing head. The removal head of Spencer is 
structured to noninvasively withdraw material while the dispensing component of 
Lancaster is not. 

86. Spencer does not disclose the limitations of claim 72. Lancaster, however, 
discloses a translocation component structured to translocate a multi-well plate for 
removal, positioning, and dispensing (see column 3, lines 13-24). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
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87. Spencer does not disclose the limitations of claim 73. Lancaster, however, 
discloses a washing component to wash at least a portion of the removal or dispensing 
components (see column 2, lines 7-13). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to add the removal head of 
Spencer to the dispenser/positioner of Lancaster if it was desired for the removal head 
to be of materially different design than the dispensing head. The system of Lancaster 
includes a washing component and Spencer does not. Washing components are 
commonly known in the art to clean out dispenser/removal heads after use and prior to 
use. 

88. Spencer does not disclose the limitations of claim 75. Lancaster, however, 
discloses a translocation component structured to move a multi-well plate relative to a 
removal component (see column 3, lines 13-24). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to add the removal 
head of Spencer to the dispenser/positioner of Lancaster if it was desired for multiple 
well plates to be filled or emptied — a common procedure in the art 

89. Spencer does not disclose the limitations of claim 76. Lancaster, however, 
discloses a plurality of tips that comprise a footprint that corresponds to a footprint of 
one line of wells. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to form a footprint with an array of tips because this needs 
to be done when effectively removing from multiple, predetermined wells and so is often 
done in the art. 
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90. Spencer does not disclose the limitations of claim 77. Lancaster, however, 
discloses the same number of spacing between the tips as between the wells. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use a number of tips that is a multiple of the number of wells as the wells 
because this needs to be done when effectively removing from multiple, predetermined 
wells and so is often done in the art. 

91 . Spencer does not disclose the limitations of claim 78. Lancaster, however, 
discloses a valve (188) for regulating pressure flow from the negative pressure source. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to construct the removal head to use a valve with the negative 
pressure source, as this is the common means to regulate pressure flow and aspiration 
flow will need to be controlled in order to be effective. 

92. Spencer does not disclose the limitations of claim 79. Lancaster, however, 
discloses a solenoid valve (188) for regulating pressure flow from the negative pressure 
source. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to construct the removal head to use a solenoid valve with the 
negative pressure source, as this is a common means to regulate pressure flow and 
aspiration flow will need to be controlled in order to be effective. 

93. Spencer does not disclose the limitations of claim 80. Lancaster, however, 
discloses a control means for the operation of the equipment operably connected to a 
component of the system (see column 2, lines 1-5). It would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to add a control 
means to Spencer has this is the most common method to automate a process. 

94. Regarding claim 81 , neither Spencer nor Lancaster discloses a computer control 
means. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a computer as a control means as this is the most common 
method with which to do so in almost all art. 

95. Claim 49 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Spencer and Lancaster as applied to claim 47 above, and further in view of Koizumi (US 
4,734,261). 

96. Neither Spencer nor Lancaster discloses the limitations of claim 49. Koizumi, 
however, discloses a tip with a resilient coupling. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use this method to 
vary the distance between two tips as their purpose is the same: to accommodate wells 
over varying spacing. 

97. Neither Spencer nor Lancaster discloses the limitations of claim 67. Koizumi, 
however, discloses a dispenser that can be angled relative to a Z-axis (see Figure 5C). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the angling abilities of Koizumi in an attempt to dispense 
onto the side walls of the wells. 

98. Claim 68 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spencer 
and Lancaster as applied to claim 47 above, and further in view of McCandless (US 
5,935,523). 
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99. Neither Spencer nor Lancaster discloses a trap head structured to trap waste 
material. McCandless disclose a material removal head attached to a trap to trap vent 
liquid (see column 9, lines 57-59). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a trap to trap aspirated liquids 
as this is often done in the art to trap unwanted aspirates. 

100. Claims 69 and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Spencer and Lancaster as applied to claim 47 above, and further in view of 
Ruddock (US 2003/0215360 A1). 

101 . Regarding claim 69, Lancaster discloses translocation means, but not by robotic 
gripping means. Ruddock discloses a device for translocating multi-well plates by 
means of gripping jaws (see paragraph 59). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to move the plates of 
Lancaster by the means of Ruddock as they both serve to translocate a multi-well plate. 

102. Regarding claim 70, Lancaster discloses the replacement of multi-well plates, but 
not a storage means for them. Rudduck discloses a well plate storage rack 108. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to store the plates of Lancaster by the means of Ruddock as they both serve to 
translocate multi-well plates. 

103. Claims 71 and 74 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Spencer and Lancaster as applied to claim 47 above, and further in view of Stylli 
(US 6,468,800 B1). 
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104. Neither Lancaster nor Spencer discloses an incubator. Stylli, however, discloses 
a system for removing, transporting, and dispensing that includes an incubator (see 
figure 11). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include an incubator in the system as a means to regulate 
temperature if that is so desired. Incubators are commonly found in conjunction with 
multi-well plates for this same purpose. 

1 05. Neither Lancaster nor Spencer discloses a detector. Stylli, however, discloses a 
system for removing, transporting, and dispensing that includes a detector (see figure 

1 1 ). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include a detector in the system to detect the status and 
contents of the materials in the system. Detectors are commonly found in conjunction 
with multi-well plates for this same purpose. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Imran Akram whose telephone number is 571-270-3241. 
The examiner can normally be reached on 8-6 Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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